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Annex

Smoking (Public Health) (Amendment) Bill 2005
Hong Kong SAR’s
International Intellectual Property Legal Obligations

Introduction

This brief note highlights the object and purpose of the
Smoking (Public Health) (Amendment) Bill 2005 (Bill) from the
international intellectual property treaty law perspective.

Public health and intellectual property

2 In formulating the contents of the Bill, the Hong Kong SAR has
to ensure its provisions are also consistent with its international
intellectual property legal obligations, namely, those under the Paris
Convention for the Protection of Industrial Property (Paris
Convention), and the WTO Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS). Article 1 (Nature and Scope of
Obligations) of TRIPS provides that “Members shall give effect to the
provisions of this Agreement...”

Trade marks as intellectual property

3 Trade marks, including unregistered well-known marks, are
categories of intellectual property. Article 1(2) (Scope of intellectual
property) of the Paris Convention provides that:“The protection of
industrial property has as its object .. trade marks,... and the
repression of unfair competition.” Article 1 of TRIPS provides that
“..the term “intellectual property” refers to all categories of
intellectual property that are subject to Sections 1 (Section 2:
Trademarks) through 7 of Part I1.”



Protectable trade marks

4 Section 2: Article 15 (1) (Protectable Subject Matter) provides
that: “Any sign, or any combination of signs, capable of distinguishing
the goods and services of one undertaking from those of other
undertakings, shall be capable of constituting a trade mark. Such
signs, in particular words including personal names, letters, numerals,
figurative elements and combination of colours as well as any
combination of such signs, shall be eligible for registration of
trademarks.”

5 Article 15(2) (Protectable Subject Matter) of TRIPS provides
that “Paragraph 1 shall not be understood to prevent a Member from
denying registration of a trade mark on other grounds, provided that
they do not derogate from the provision of the Paris Convention
(1967).”

Unregistered well-known marks

6 Article 6bis (Well-Known Marks) of the Paris Convention
provides that: “The countries of the Union undertake ... to prohibit
the use, of a trademark which constitutes a reproduction, an
imitation, or a translation liable to create confusion, of a mark
considered by the competent authority of the country of registration
or use to be well known in that country as being already the mark of
a person entitled to the benefits of this Convention and used for
identical or similar goods.”

Unregistered trade names

7 In addition, Article 8 of the Paris Convention provides that “A



trade name shall be protected ... without the obligation of filing or
registration, whether or not it forms part of a trademark.”

Denial of registration

8 The Hong Kong SAR has the permissible power to provide for
the denial or invalidation of trade marks when they are of such a
nature as to deceive the public. Article 6quinquies B (Protection of
Marks Registered) of the Paris Convention provides that: “Trademarks
covered by this Article may be neither denied registration nor
invalidated except in the following cases:

3. when they are ... of such a nature as to deceive the public...”

No unjustifiable encumbrance

9 Article 20 (Other Requirements) of TRIPS provides that: “The
use of a trademark in the course of trade shall not be unjustifiably
encumbered by special requirements ... use in a special form or use in
a manner detrimental to its capability to distinguish the goods or
services of one undertaking from those of other undertakings.”

Protection of Existing Subject Matter

10 Article 70 (2) (Protection of Existing Subject Matter) of TRIPS
provides that: “... this Agreement gives rise to obligations in respect
of all subject matter existing at the date of application of this
Agreement for the Member in question, and which is protected in
that Member on the said date, or which meets or comes subsequently
to meet the criteria for protection under the terms of this
Agreement...”



WTO Dispute Settlement

11 Disputes between WTO Members are concerning their rights
and obligations under TRIPS are settled through the rules and
procedures under the WTO Understanding on Rules and Procedures
Governing the Settlement of Disputes (Understanding).

Compensation

12 Where a WTO Dispute Settlement Panel or the Appellate Body
concludes that e.g. a regional/domestic measure under TRIPS is
inconsistent with TRIPS, that Member has to bring the measure into
conformity with TRIPS. Article 22 (Compensation and the Suspension of
Concessions) of the Understanding provides that: “Compensation and
the suspension of concessions or other obligations are temporary
measures available in the event that the recommendations and
rulings are not implemented within a reasonable period of time...”

Conclusion

13 In pre-empting the risk of litigation through this legislative
exercise, it is therefore necessary to anticipate not just the domestic
ones, but the possibility of those at the international level.
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