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Committee stage amendments

The Second Reading debate on the above Bill will be resumed
at the Council meeting of 1 June 2016. Subject to the Bill
receiving Second Reading, the President has given permission for
the Secretary for Commerce and Economic Development to move
Committee stage amendments (“CSAs”) to the Bill

2. As directed by the President, the CSAs are attached for Members’
consideration.

(Lilian MOK)
for Clerk to the Legislative Council
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Patents (Amendment) Bill 2015

Committee Stage

Amendments to be moved by the Secretary for Commerce and Economic Development

Clause Amendment Proposed

5 By deleting subclause (8) and substituting—
“(8)  Section 2(2)—
Repeal
“standard patent (12 % E FI| 5y HH 35 )”
Substitute

“standard patent (R) (% g% A% 2 B K[ #y 1 35) and
standard patent (R) application (¥ 5 22 2% 2l £

-‘_E:%)”.!’.

9(2) In the Chinese text, by deleting “ A B¢ 1F T {a] i 57 £ & 2 1] B
55 N and substituting “ok R i EEEE R HFF N > 7.

13 By adding—

“3) Section 10(a)—
Repeal
everything after “designated patent office”
Substitute a semicolon.

(4)  Section 10(c)—

Repeal
everything after “designated patent application”
Substitute

cand”.”.

24 In the English text, by deleting subclause (1) and substituting—
“(1)  Section 19(1)—



Repeal
everything after “the Registrar”
Substitute

“must examine the request to ascertain whether the
requirements of section 15(2) and (3) (formal

requirements) have been satisfied.”.”.

26 By adding—
“(2A)  Section 22(1)(b)—
Repeal
““a divisional corresponding designated patent
application™”
Substitute
“divisional designated patent application™.”.
31 In the English text, by deleting subclause (1) and substituting—
“(1)  Section 26(1)—
Repeal
everything after “the Registrar”
Substitute
“must examine the request to ascertain whether the
requirements of section 23(3) and (4) (formal
requirements) have been satisfied.”.”.
35 By adding—
“(6A)  Section 29(4)—

Repeal

“a notice”
Substitute

“an application”.”.

45 In the proposed Part 3, in the Chinese text, in the heading, by deleting



45

45

45

45

45

45

78

“IH Z % F /Y and substituting “J&E #2 .

In the proposed section 37A, in the definition of non-Hong Kong
application, by adding “, other than a patent application under this

Ordinance” after “or area”.

In the proposed section 37M(6), in the definition of specified
application, in paragraph (a), by adding “, other than a patent

application under this Ordinance” after “or area”.

In the proposed section 37T(2)(b), in the Chinese text, by deleting
‘G ETHAE F 5k s% 2 &0 7 and substituting “J8 5k 3% 1 55 A
SUTVETEHE > R

In the proposed section 37U(3)(d)(ii), in the Chinese text, by deleting
“FfT $2 5 #Y #5 F” and substituting 85 5 A1 $E 27

In the proposed section 37U(6), in the Chinese text, in the definition

of 75878575, by deleting “¥r Y~ (wherever appearing) and
substituting “¥r .

In the Chinese text, by deleting the proposed section 37ZC(b) and

substituting—

“b) HHE ANEGEENZHEHRF  MRESEITCHK
11005 - ZEFERERN > DUEEBRIEIFEKE
A B R AR B A AR R

By deleting the proposed section 89A(2)(a), (b) and (c) and



substituting—

“(@ the act in respect of which the threat was made
constitutes or, if done, would constitute an infringement
of the patent;

(b)  the patent is valid in the relevant respect; and

(c)  the defendant has complied with any access request for

patent

information made by the plaintiff before

commencing the relief proceedings.”.

78 In the proposed section 89A, by adding—

“(2A)  For subsection (2)(c)—

(a)

(b)

(©)

a request is taken to be an access request only if
it is made in writing and is accompanied by a
copy of this section;

the defendant is taken to have complied with an
access request only if the defendant provides the
patent information as at the request date to the
plaintiff, without charge, within 14 days from the
request date or any longer period agreed to by
the plaintiff; and

the defendant is taken to have complied with an
access request in relation to any patent
information that the defendant has already
provided to the plaintiff on or before the request
date.”.

78 In the proposed section 89A(5), by deleting the definition of patent

documents.

78 In the proposed section 89A(5), by adding in alphabetical order to the

proposed definitions—

“patent information (Z #I] & #f}), for a short-term patent,
means—

(a)

the number assigned by the Registrar to the
certificate of grant issued in respect of the patent



under section 118(2)(b); and

(b) a copy of any requested amendment to the
specification of the patent that has been filed
with the Registrar or the court, but not yet been
published:;

request date (35K H Hf) means the date of delivery of a
request;”.

96 In the proposed section 108A, in the definition of non-Hong Kong

application, by adding “, other than a patent application under this

Ordinance” after “or area”.

106 In the proposed section 114(7), in the definition of specified
application, in paragraph (a), by adding “, other than a patent

application under this Ordinance” after “or area”.

114 In the Chinese text, by deleting subclause (2) and substituting—

“2)  F1212)F —
JB& Bk (a) Bz
R
“@) FEE NBEENZIEAE > MREEITC
21101k - Z=HEILER] - DAEHRIER

I AR A E A RS SO I E A g 5 7

120 In the proposed section 127B, by adding—
“(3A)  No request for substantive examination of a short-term
patent may be made if—

(@)  aprevious request for substantive examination of
the patent has been made, and—

() the outcome of the substantive
examination is still pending; or

(i) that request has resulted in the issue of a



120

120

120

123

certificate of substantive examination of
the patent or in the revocation of the
patent; or

(b)  the patent has been found by the court to be
wholly valid in any proceedings in which the
validity of the patent is contested.”.

In the proposed section 127C(2)(e)(ii), in the Chinese text, by
deleting “F 2 53 4 - and substituting “& 5 Ai 2 22 7.

In the proposed section 127C(5), in the Chinese text, in the definition
of 75878575, by deleting “¥r Y~ (wherever appearing) and

substituting “¥r .

In the proposed section 127E(4), in the English text, by deleting “are

allowed” and substituting “is allowed”.

By deleting subclause (3) and substituting—

“(3)  Section 129—
Repeal subsection (2)

Substitute

“(2)  Inany enforcement proceedings—

(a)

(b)

it is for the proprietor of the short-term
patent to establish the validity of the
patent or a relevant respect of the patent
(as the case requires) and the fact that the
patent has been granted is of no account in
that regard; and

in the absence of evidence to the contrary,
any of the following is sufficient proof of
the validity of the patent or a relevant
respect of the patent—

() the certificate of substantive
examination of the patent;



(i) a certificate referred to in
subsection (1)(c);

(iii) any evidence which is sufficient to
establish prima facie the validity of
the patent or that respect of the

patent (as the case requires).”.”.

123 By deleting subclause (4).
123 By deleting subclause (5) and substituting—
“(5)  After section 129(2)—
Add

“(3) In any enforcement proceedings, an application
by the proprietor of the short-term patent for an
injunction  under  section  80(1)(@) in
interlocutory proceedings must be accompanied
by a certificate or evidence referred to in
subsection (2)(b)(i), (ii) or (iii).”.”.

129 By deleting the proposed section 144A(2)(e) and substituting—

“(e) a title or description which may reasonably cause
anyone to believe that the person using or permitted to
use the title or description holds a qualification—

() that is specifically granted for approving that
person to provide patent agency services in Hong
Kong; and

(i) that is recognized by law or endorsed by the
Government.”.

129 By deleting the proposed section 144A(4) and (6).
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