
Bills Committee on Trade Marks Bill

Introduction

As requested by the Bills Committee on 27 September 1999, this
note provides examples of "Part A" and "Part B" trade mark registrations and
"associated trade marks" and sets out in detail the concept of "relative
grounds".   

Examples of trade marks registered in Part A and Part B of the Trade
Marks Ordinance (Cap. 43) (“TMO”)

Part A
2. The tests for Part A marks are set out in Section 9 of the TMO.
Basically the mark has to be distinctive.  In determining whether a mark is
distinctive, the question to be asked is whether the mark is “inherently
adapted to distinguish”.  This has been interpreted by the UK Courts to
mean whether the mark is “adapted of itself, standing on its own feet…..”
(“Weldmesh” Trade Mark [1966] RPC 220, at 228).  Whether a mark is
inherently adapted to distinguish has been said to “largely depend upon
whether other traders are likely, in the ordinary course of their business and
without any improper motive, to desire to use the same mark, or some mark
closely resembling it” (W&G du Cros Ltd’s Appn [1913] 30 RPC660, at
672).  "Use" of the trademark may be relevant in determining whether a
mark is adapted to distinguish.  Section 9(1)(a) to (e) of the TMO set out
categories of marks which can be accepted for Part A (e.g. signature,
invented word, name of a company or individual represented in a special
manner, a word which is not descriptive of the goods/services).  Some
examples of Part A trade marks are at Annex 1.

Part B
3. The tests for Part B marks are set out in Section 10 of the TMO.
Basically, the mark must be “capable of distinguishing” goods or services,
and is a lower test than that for Part A.  However, a mark that is capable of
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distinguishing is one which could, in time, become distinctive and thus
qualify for Part A.  Again, "use" of the trademark may be relevant in
determining whether a mark is capable of distinguishing.  Some examples
of Part B trade marks are at Annex 2.

Relative Grounds

4. Clause 11 of the Trade Marks Bill is broader than Section 20 of the
TMO.  The changes provide in clearer terms our compliance with Article
16 of TRIPS and Article 6bis of the Paris Convention.

5. Clause 11 deals with the rejection of a trade mark application
because of a conflict with an earlier mark (whether it is a registered mark or
an unregistered mark).  Clause 11 prohibits registration in five categories of
cases -

! First, where the marks and goods or services are identical (clause 11(1)).
! Secondly, where the marks are identical and the goods or services are

similar and confusion is likely (clause 11(2)).
! Thirdly, where the marks are similar and the goods or services are

similar or identical and confusion is likely (clause 11(3)).
! Fourthly, where the earlier mark is for dissimilar goods or services, has a

reputation in Hong Kong and the use of the later mark would take unfair
advantage of or be detrimental to the distinctive character or repute of
the earlier mark (clause 11(4)).  However, this ground can only be
raised in opposition proceedings (clause 11(6)).

! Fifthly, where the use of the mark would be liable to be prevented by
any rule of law such as the law of passing off or an earlier right in
copyright or registered designs (clause 11(5)).  This ground can only be
raised in opposition proceedings (clause 11(6)).

6. This clause should be compared with Section 20 of the TMO.
Under Section 20, an application for a new trade mark for goods can be
rejected if there is a previously registered mark (which is an identical or
nearly resembling mark) for the same goods or same description of goods, or
services associated with the goods (i.e. if such services are likely to be
provided by the same business).  An application for a trade mark for
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services can be rejected if there is a previously registered mark (being on
identical or nearly reassembling mark) for the same services, same
description of services or associated goods.

Associated Trade Marks (Section 24 of the TMO)

7. The present TMO requires the Registrar of Trade Marks to associate
two different trade marks (belonging to the same proprietor) where such
marks are identical (or nearly resemble one another as to cause confusion) in
respect of the same goods or description of goods or associated services.
Such marks can only be assigned as a whole.  Some examples of associated
marks are at Annex 3.

8. There are over 118,000 marks registered with the Trade Marks
Registry which are still in force.  Of this number, some 50,000 marks
(i.e. 42%) are registered in association with other marks.  There are no
figures indicating how many marks in any given year are subject to the
association requirement.

Trade and Industry Bureau
October 1999
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