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(Attn :  Ms Esther Leung
Principal Assistant Secretary)

Dear Ms Leung,
Inland Revenue (Amendment) Bill 2000

| am scrutinizing the above Bill with a view to advising Members on the
legal and drafting aspects. 1 shall be grateful if you would clarify the following :

Clause 5 Royalty income

@) Clause 5 of the Bill proposes to amend section 15(1) of the Inland
Revenue Ordinance (Cap. 112) ("the Ordinance™) which deems certain amounts to be
trading receipts. Please confirm that the Court of Final Appeal decision leading to
the amendment and referred to in the LegCo Brief is the case of Commissioner of

Inland Revenue and Emerson Radio Corp (1999) 2 HKCFAR 501 (copy enclosed).

In the above case, the Court relies on section 39 of the Trade Marks
Ordinance (Cap. 43), under which the application in Hong Kong of a trade mark to
goods to be exported from Hong Kong is deemed to constitute use of that mark.
That section 39 has not been reproduced in the new Trade Marks Ordinance (35 of
2000). Please clarify the legal implications on the proposed amendment to the
Ordinance when the new Trade Marks Ordinance comes into operation and the
existing Trade Marks Ordinance is repealed.



(b) According to paragraphs 7 and 8 of the Brief, the proposed amendment
would enable the Commissioner of Inland Revenue to continue with the established
assessing practice on the existing section 15(1)(b). The effect of that assessing
practice is to subject royalty income to profits tax in cases where the payer is allowed
a deduction as an expense incurred in deriving assessable profits arising in or derived
in Hong Kong.  Please explain the reason why the proposed section 15(1)(b) does
not contain the condition that those sums referred to for the use of or right to use
intellectual property in Hong Kong are to be deductible in ascertaining the assessable
profits. Is it the policy that such sums would, in all circumstances, be deductible as
expenses incurred in the production of profits chargeable to profits tax?

Clause 2 Application
Clause 8 Home loan interest

@) Under clause 2(2) of the Bill, the amendment proposed in clause 8
relating to home loan interest applies in relation to the year of assessment 1998/99 and
to all subsequent years of assessment. Why does the Administration decide on the
year of assessment 1998/99? Is it because section 26E of the Ordinance has been
introduced by section 9 of the Inland Revenue (Amendment) Ordinance 1998?
Under the Amendment Ordinance, section 9 applies in relation to the year of
assessment to be appointed by the Secretary for the Treasury by notice in the Gazette
and to all subsequent years of assessment. Kindly let me have a copy of the gazetted
notice to confirm the years of assessment to which section 9 of the Amendment
Ordinance applies.

(b) Please clarify whether any unfairness would result from the
retrospective effect of the amendment, i.e. where certain taxpayers did not apply for a
deduction of home loan interest in the past by reason that the car parking space has
not been valued together with the dwelling as a single tenement under section 10 of
the Rating Ordinance (Cap. 116).

Clause 9 Annual allowances, commercial buildings and structures
Clause 11  Initial and annual allowances, industrial buildings and structures

Clause 9 of the Bill proposes to amend section 33A of the Ordinance
such that annual allowance would be computed where the interest in a building or
structure is sold, and where the building or structure has been used at any time before
the sale, whether as a commercial building or structure or otherwise (italics added).
Clause 11 proposes similar amendment to section 34(2)(b) in relation to industrial



buildings and structures. Is it the policy intent that annual allowance would be
computed even where the building or structure has been used otherwise than as a
commercial or industrial building or structure? If so, would it be inconsistent with
the policy in relation to balancing allowances and charges contained in the new
section 35(1)(b) proposed by clause 12 where the building or structure must have been
a commercial or industrial building or structure at any time before the occurrence of
certain events?

Clause 15  Appeals to the Court of First Instance

Would it be more accurate to describe in section 69(1) of the Ordinance
"a fee in the amount specified in Part Il of Schedule 5" instead of "a fee of the
amount™?

Clause 17  Appeals against assessment to additional tax to Board of Review

One of the effect of amending section 82B(1) of the Ordinance is that a
person who has been assessed to additional tax may, by his authorized representative,
give notice of appeal to the Board of Review. Is this a new policy?

Yours sincerely,

(Bernice Wong)
Assistant Legal Adviser

Encl

c.c. LA
D of J (Attn. : Ms Betty Choi, SGC)
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Subsection (2) falls well within the words in 14A, “... the offence is declared
tobe ... punishable either on summary conviction or on indictment, the offence
shall be triable either on indictment or summarily”. Mc McCoy advanced to us
an argument, albeit faintly, that since each of the summonses alleged the offences
to be contrary to 5.3(1)(a) and s.3(2)(b) those offences must be summary ones.
The answer to that is that the manner of rial does not deteomine the calegory
of the offence.

There is no tkme limit generally imposed for the prosecution of indictable
offences. Given that .3 of the LFETO creates an indictable offence the answer
to (he second certified question depends entirely upon the proper construction
of 5.67 of the same Ordinance. It begins with the words, “Notwithstanding
$.26 of the Magistrates Ordinance ...”. That section deals exclusively with
offences other than indictable offences which are mentioned only to remove
them from its ambit. That being so, the opening words of 5.67 show that it,
also, is dealing with offences other than indictable offences. It is also to be
noted that it appears to have becn the policy of the legislature to extend the
time for prosccutions under the LFETO having regard to the complexities
usually involved. Any construction of 5.67 that it includes both suinmery and
indictable offences necessarily means that a time limit has been introduced to
the more serious offences fit 10 be tried on indictment, which will presumably
be even more complex, when none existed before. It would also mean that the
gravity of cases (it to be (ried summarily and those fit (o be tried upon indictment
has been equated. Thal construction cannot be accepted. The Judge was right
in her conclusion.

The first question certified must be answered in favour of (he appellants
and the appeal is upheld on that ground with costs both here and upon their
application on niotion 1o the Judge in the Court of First Instance. They fail on
the second question certified but, on the basis that the motion should have
been granted and tha( the case stated should never have been heard, they will
also have their costs on the case stated. They have not sought an order for theic
cosls in the Magistracy and none is ordered.

Nazareth NPJ:

Tagree with the judgment of Mr Justice Ching PJ.
Lord Hoffmanu NP): .

1 agree. °
LiCJ:

The Court unanimously allows the appeal with cests both in this appeal and in
the proceedings before the Court of First Instance.

o

Commissioner of Inland Revenue
and

Emerson Radio Corp

Li CJ, Litton and Ching PJJ and Nazareth sud Lord Hoffmann NPJJ
Final Appeal Nos 3 and 6 of 1999 (Civil) (Consolidated)
23 November and 14 December 1999

Taxation— profits tax — royalties derived from use of trade mark— application
of lrade mark to goods manufactured both in and outside Hong Kong but only
sold outside Hong Kong — whether royalty p s were sums received for
use of trade mark in Hong Kong under 5.15(1)(b) of Inland Revenue Ordinance
(Cap.112)

Intellectual property — irade imarks — taxation — royalties derived from use
of trade mark
{Inland Revenue Ordinance (Cap.]12) s.15(1)(b); Trade Marks Ordinance
(Cap.43) 5.39]

The respondent, an American corpdration, received royalties from its Hong Kong
subsidiary, X, for the use of the respondent’s trade mark on goods manufectured
within and outside Hong Kong but only sold outside Hong Kong. The
Commissioner of Inland Revenue considered (hal, in accordance with s.15(1)(b)
of the Inland Revenue Ordinance (Cap.112), the royalties were for the use of the
trade mark in Hong Kong and assessed the respondent to profits tax on the royalty
income. The respondent, however, contended that the royaities were nol assessable
as profits derived in Hong Kong. On appeal, the Board of Review upheld the
assessment. The Court of First Instance held that only those royalties for goods
manufactured in Hong Kong constituted use of the trade mark in Hong Kong and
ordered 2n apportionment of the amounts paid (see {1999) | HKLRD 250). The
Court of Appeal upheld this view (see [1999) 2 HRLRD 671). The Commissioner
appealed, arguing that all the royaltics were taxable, whether of not the goods had
been manufactured in Hong Kong. The respondent cross-appealed. It conceded
(the concession) that there was an implied term in the royalty agreement giving X
the right to use the respondent’s trade mark registered in countrics other than the
US, in particular in Hong Kong. However, it argued that the rogalty income was
for the actual use of the trade mark, namely the right 10 seH the goods bearing the
mack, and there had been no sales in Hong Kong.

Held, unanimously dismissing both the appeal and the cross-appeal (Lord

Hoffiman NP) giving the feading judgment), that:

(1) As amatter of construction, the express terms of the agreement dealt only
with the US registered trade matk. However, on the basis of the concession,
the royalty was received for the usc of the mark in Hong Kong as well as
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in the US. [f the goods were manufactured in Hong Kong, the mark would
be applied to the goods in Hong Kong. By 5.39 of the Trade Marks
Ordinance (Cap.43), the application of a mark in Hong Kong to goods to
be exported frons Hong Kong was deemed to constitute use of that mark.
(Sce pp.S06B-H, S08A-B.)

(2) The consideration for such use was rcferable to the royalties paid for
sales in the US since this was how the royalties were calculated. In the
absence of soine form of apportionment between the use of a mark in and
ouiside Hong Kong, the requirement of s.15(1)(b) in respect of goods
manufactured in Houg Kong was satisfied. Conversely, the royalties
referable to sales in respect of goods manufaciured outside Hong Kong
were not liable to profits tax under s.15(1)(b). (See pp.S08B, SO8H-SO9E.)

(3) (Obiter) The rights conferred by registration of trade marks were tarritorial
so that righis in respect of products sold in the US must be rights under
the US registered trade mark. It was unnecessary to imply the right to use
the respondent's mark registered in countries outside the US into the
royalty agreement since X already enjoyed those rights under wider
agreements with the respondent. Nor would such a term have been implied
by the court as a matter of necessity (Liverpool City Council v Irwin {1977)
AC 239 applied). (See pp.S06C-E, SO7E~F.)

(4) (Obirter) If one disregarded the concession, as a malter of Jaw and
construction the agreement licensed only the US mark. Given the
territoriality of the rights conferred by a trade mark, it was not possible
for any of those rights to be used in Hong Kong. If none of the royalties
were received or accrued for the use of a trade mark in Hong Kong, no
tax would have been payable. (See p.S07F-J.)

(5) (Per Litton PJ, disagrecing as to the construction of the agreement)
Construing the ag ent, it was implied that the fees were not only for
the use of the US registered trade mark in the US but also for its use in
those countries in which the goods were rhanufactured. Hence, part of
the sums received by way of fees were sums received for the use in Hong
Kong of a trade mark in terms of s.15(1)(b). (See p.SC4E-G.)

[Chinese translafion of headnote.)
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Mr Robert Kotewall SC.and Mr Joseph Fok SC, instructed by the Department
of Justice, for the appclant.
Mr Barrie Barlow, instructed by Baker & McKenzie, for the respondent,

Legislation mentioned in the judgment:

Inland Revenue Ordinance (Cap.112) ss.14(1), 15(1).(1)(b)
Trade Marks Ordinance (Cap.43) 5.39

Trade Marks Act 1938 [Eng) 5.3}

Case cited in the judgment:
Liverpool City Council v lrwin [ 1977} AC 239
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LiCJ:
I agree with the judgment of Lord Hoffmann.

Litton PJ:

I'have had the advantage of reading in draft Lord Hoffmann NPJ's judgment.
The background facts are fully set out in his judgment and need not be repeated
here.

The royalty agreement in esseace says two things: (1) The Hong Kong
company wishes (o continue to sell producis carrying the trade mark “Emerson”
to customers in the USA and (2) it agrees to pay fees fo the US company for
the use of the (rade mark on those products, calculated as a percentage of the
sales price.

On its face this agreement refates ¢o the use of the US registered trade mark,
as applied to goods sold in the USA. It says nothing about the use in Hong
Kong of the trade mark registered here. Bul, in order that the Hong Kong
company should be able to sell those goods to customers in the USA they have
1o be manufactured: It is common ground that, at the time of the royaity
agreement, goods were manufactured in Hong Kong and in other parts of Asia
on the Hong Kong company's order. These goods bearing the “Emerson” trade
mark were shipped direct by the manufacturers (o the customers in the USA.
This is the context in which the words in the royalty agreement “(The Hong
Kong company] wishes (0 continue to sl ... etc” were used. Inevitably, as
part of the amangement under which the fees were paid, the Hong Kong company
used the “Emerson” trade mark in placing orders for the manufacture of the
goods. Conslruing the agreement in this context it seems right to say that, by
implication, it was a term of the royally agreement that the fees were not only
for the use of the US registered trade mark in the USA but also for the use of
the trade mark in those countries where the goods were manufactured. The
concession on this matter by Counsel for the taxpayer in the lower courts, and
before us, makes it unarguable. *

Once this point is reached, the conclusion is inevitable that part of the sums
received by way of fees were sums received for the use in Hong Kong of a
trade mark, in terms of s.15(1)(b) of the Inland Revenue Ordinance.

The Recorder, on appeal from the Board of Review, took a robust approach.
He held that part of the fees were subject to the charge: That is, the fees received
or accrued in relation to the sale of goods maniifactured in Hong Kong: This,
he was told by Counse), presented no practicaf difficulty. It was, in fact, the
“fall back” position adopted by both parties. The Recorder did not engage in
any further refinement of the issue and ask himnself whether, in relation to those
goods (manufactured in Hong Kong and sold to customers in the USA), there
had to be a further apportionment of the fees to distinguish between the use of
the Hong Kong registered mark and the US registered mazk, Rightly so, as this
would have been a vintually impossible exercise.

In my view the Recorder had reached the right conclusion on the questions
posed in (he Stated Case and the majority of the Count of Appeal were also
right to uphold his judgmient.

Canimissioner of Inland Revenve v Emerson Radio Cop
(1999) 2 HKCFAR Ching #4 505

Ching PJ:
I agree with the judgments of Litton PJ and Lord Hoffmann NPJ.

Nazareth NPJ:
1 agree with Lord Hoffmann's judgment.

Lord Hoffmann NPJ;
Emerson Radio Corporation (Bmerson) is an American corporation which
manufactures and sells clectronic equipment. It is the registered proprietor of
trade marks consisting of the name “Emerson” in the United States, Hong Kong
and many other countrics. It has a wholly- owned subsidiary in Hong Kong
called Emerson Radio (Hong Kong) Ltd (Bmerson HK). Emerson HK contracts
with manufacturers in various Asian couniries, including Hong Kong, for the
manufacture of electronic equipment which it exports mainly to the United
States but also to other places. It does not however sell any goods in Hong
Kong.

On 1 April 1984 Emetson entered into a “royally agreement” with Emerson
HK. The (ollowing are the relevani terms:

I. Emerson holds the rights for the use of the trade mark “Emerson” for
electranic home entertainmentsproducts sold in the United States of
America (US). Emerson HK wishes to continue to sell “Emerson”
brand products to customers with locations in the US,

2. Emerson HK agrees 1o pay Emerson for the use of the "Emerson”
trade mark on produrcts it sells to its US customers _.."

There followed provisions conceming the amount and payment of a royalty on
sales. The agreement was expressed to be governed by the law of New York.
On 1 April 1987 the partics entered into a new agreement in identical terms
save for an increase in the rate of royalty.

‘The Commissioner of Inland Revenue assessed Emerson to profits tax on
its royalty income. In principle, profits tax is chargeable only on persons
“carsying on a trade, profession or business in Hong Kong in respect of ...
asgessable profits arising in or derived from Hong Kong™: see s.14(1) of the
Iniand Revenue Ordinance (Cap.f 12). Emerson does not caery on any business
in Hong Kong. Bulby s.15(1), cenain receipts arc deemed to be “arising in or
derived in Hong Kong from a irade, profession or business carried on in Hong
Kong.” They include, under para.(b):

Sums ... received by or accrued to a person for the qse'of or right to use
in Hong Kong ... a trade mark ...

The Commissioner said that the royalties were for the use of a trade mark in
Hong Kong. The Board of Review upheld the assessment. On an appeal to the
Court of Pirst Instance by way of case stated, Mr Recorder Ribeiro SC (as he
then was) held that only those royalties payable for gaods manufactured in
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Hong Kong (where the mark would have been applied) were for the use of the
wark in Hong Kong. A majority of the Court of Appeal (Mostimer V-P and
Rogers JA) agreed. Godfrey JA dissented, holding that none of the royaltics
were for (he use of the mark in Hong Kong. The Commissioner has appealed,
seeking 10 restore the decision of the Board of Review that all the royalties
were taxable, whether the goods had been made in Hong Kong or not. Bxneigon
has cross-appealed, seeking to uphold the judgment of Godfrey JA.

[ shafl deal first with the cross-appeal. In the Court of Appeal, Rogers JA
said that as a matter of conssuction of the express terms of the royalty agreenient,
it dealt only with the United States registered trade mark. In my opinion, that
was right. It is apparent from the recitat in cl. 1: “Bmerson holds the cights for
the use of the trade mark “Emerson” for electronic home entertainment products
sold in the United States of America (US).” The rights conferred by the
registration of trade marks are teritorial. A trade mark registered in the United
States enables the holder to complain of infringing acis in the United States but
not elsewhere. To complain of infringing acts in Hong Kong, one must have a
mark registered in Hong Kong. So the righis in respect of products sold in the
United States nuist be rights under the United States registered mark. Therefore,
in cl.2, when it is said that “"Emesson HK agrees to pay Emerson for the use of
the “Bmerson” trade mark on products i( sells (o its US customers ...", the
“Emerson trade mark™ must mean the US registered trade mark. Trade marks
registered elsewhere in respect of the same inark would be irrelevant to the
sale of products to US custoiners.

In the Court of Appeal, however, Mr Barlow (for Emerson) conceded that
it was an implied term of agreement that it also included the right to use the
Emerson mark registered in other countries, and in particular in Hong Kong, if
it was necessary (o use the mark there for the purpose of manufacturing goods
to be sold in the United States. If the goods are manufactured in Hong Kong,
the mark will be applied to the goods in Hong Kong. By 5.39 of the Trade
Marks Ordinance (Cap.43), reproducing the effect of $.31 of the UK Trade
Marks Act 1938, the application of a mark in Hong Kong to goods to be exported
from Hong Kong is deeined 1o constitute use of that mark. Emerson HK did
not manufaciure anything itzeif, It contracted with independent manufacturers
to do so. But they would apply the Emerson mark by direction of Emerson HK
and it was not suggested that the uge of third parties made any diffesence to the
question of whether Emerson HK could be saigd to be using the Hong Kong
registered mark in Hong Kong.

{ should say thal, speaking entirely for myself, I am not confident that
Mr Barlow's concession of an implied term was correct. If Bmerson and
Emerson HK had simply been parties dealing at arms’ length, I would have

had no doubt that a licence to use the mark in the course of manufacture should |

be implied. It would be absurd for Emerson, having licensed the use of the US
mark for exports to the US, then to be able to complain that the manufacture of
the goods in Hong Kong was an infringement. But Emerson HK was a wholly-
owned subsidiary of Eincrson and there had clearly been other arrangemients

by which it was expressly or implicdly allowed 1o use (he Emerson marks both  J

Cannrissiones of Inlnd Reavnue v Ceaerson Redso Corp
(1999) 2 HKCFAR Lord Hoffomann NPJ 07

before and after the conclusion of the royalty agreement in 1984. The Case
Stated mentions another agreement under which Emerson provided services to
Emerson HK in return for a fee. These included “the promotion of the brand
name” and one would therefore cxpect that, expressly or implicdly, that
agreement gave Emerson HK the right to use the brund name. Clause 1 of the
royalty agreement in 1984 recites that Emerson HK wished to “continue to sell
‘Bmerson’ brand products to customers with locations in the US™, which
suggests that they had previously been doing so without paying a royalty. And
the royalty agreenient plainly did not impliedly authorise the usc of the Enterson
mack in other countries to which goods were exported. So the use of these
marks in those countries must have been licensed under some other express or
implied amangements, There are accordingly grounds for supposing that it would
have been unnecessary (o imply into the royalty agrecments any licence to use
the Hong Kong or other non-US marks because Emerson HK already enjoyed
those rights under the wider arrangements between the partics. The royalty
agreements were what they purported on their face to be, namely a payment
for the use of the Emerson mark in its principal inarket, the Unitcd States. This
would be confirmed by the letter which Binerson wrote to Emerson HK on 11
July 1991, asking for an increase in the royalty rate. )t said that “The value of
the Bmerson name in the US and the maintenance of that name in the US has
scen a substantial cost increase since the last amendinent.” (Emphasis added.)

The test for the implication of a terin into a written agreesent is, as Lord
Wilberforce said in Liverpool City Councit v Invin {1977) AC 239 at pp.253-
4, one of necessity. A term will be implied anly if it is neccssary o make the
coniract work. I have considerable doubl as to whether, on the facts as found in
the Case Stated, this test was satisficd. There is cvidence to suggest that, by
vittue of other subsisting understandings betwcen the partics, the royalty
agroement would have worked perfectly well without such an implication.

If no such implied term in question had cxisted, 1 would have agreed with
Godfrey YA that nore of the royaltics were received or accrued for the use of a
trade mark in Hong Kong. The agreement licensed only the US mark and,
given the territoriality of the rights conferrod by a trade mark, it was not possible
for any of those rights to be used in Hong Kong. Mr Kotewall SC, who appeared
for the Commissioner, said that it did not matter that the agreement did not
license the use of the Hong Kong registered mark. One must look al what was
actually done, which was that Esnerson HK did usc the Hong Kong mark. ! do
not agree. The question is whether the royalties were received “for™ the use of
the mark in Hong Kong. If the paymen(s were wholly for the use of the US
mark, then nothing was received for the use of the mark in Hong Kong. Of
course in deciding whether the royaltics were for the use of the Hong Kong
matk, one looks at the realities of the situation. The Conunissioner is not bound
by the language used by the partics. But if the reality was thut Emesson HK, as
a wholly-owncd subsidiary, was allowed to usc thc Hong Kong mark for nothing,
or that the right to use that and other inarks (excluding the US) was covered by
the fee paid under the service agreement, then in my view no tax would have
been payable on the royalties.
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Assistant Legal Advisor
(Attn: Ms Bernice Wong)
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8 Jackson Road
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Hong Kong
(Fax: 2877 5029)

Dear Ms Wong,
Inland Revenue (Amendment) Bill 2000

| refer to your letter of 12 October 2000 seeking clarifications on
a number of clauses in the above Bill. Using your headings, my
comments are set out below please:

Clause 5 Royalty Income

(@) The Court of Final Appeal decision leading to our proposed
amendments to section 15(1) of the Inland Revenue Ordinance and
referred to in the LegCo Brief is the case quoted in your letter (i.e. the

case of Commissioner of Inland Revenue and Emerson Radio Corp (1999)
2 HKCFAR 501.

(b) Although section 39 is not produced verbatim in the new Trade
Marks Ordinance, section 52(3)(b) and (c) of the new Ordinance seeks to
reproduce section 39 in clearer wordings and put them in a clearer context
(relating to revocation of registration due to non-use). You will notice that



section 6 of the new Ordinance gives a very broad definition of the use of
a trade mark. It is no longer tied down, as it was under section 2(1) of the
existing Ordinance, to something that has to be visually perceptible.
Specifically, section 52(3)(b) has clarified that “use of trade mark in
Hong Kong includes applying the trade marks to goods or its packaging
in Hong Kong solely for export purpose. What constitutes use is a
question of facts. It is not relevant whether the goods are manufactured in
Hong Kong or not. The goods manufactured elsewhere may have been
shipped back to Hong Kong for the application of trade mark on them and
this is still use of the trade mark. Sections 6 and 52(3) are attached for
your reference.

Our proposed amendment to section 15(1)(b) is to restore the
assessing practice in respect of the use of intellectual property in Hong
Kong. The proposed section 15(1)(b) is almost identical to the present
section 15(1)(b) save for some minor improvement in drafting. It contains
no reference to the deductibility of the payment. Nevertheless, in cases
where a royalty payment is made to an overseas business entity for the
use of an intellectual property in Hong Kong for the purpose of
generating profits, the Inland Revenue Department has all along
construed that, if the Hong Kong business said to have incurred royalty
expenses in producing its Hong Kong sourced profits and to have applied
for deduction of such royalty expenses from assessable profits, the
intellectual property concerned must have been used in Hong Kong
regardless of whether the goods involved are in fact manufactured or sold
in Hong Kong. The relevant royalty income should therefore be subject to
profits tax. The Court of Final Appeal ruling deviates from this
established assessing practice. We therefore propose to amend section
15(1)(b) to restore such long standing practice.

Clause 2 Application
Clause 8 Home loan interest

(@) The amendments proposed in clause 8 of the Bill are to apply to
the year of assessment 1998/99 and all subsequent years of assessment.
This is intended to tie in with the year when home loan interest deduction
was introduced.



| wish to point out that the application of the provisions
concerning section 26E did not depend on the Secretary for the Treasury
appointing a year of assessment by notice in the gazette. Section 9 of the
Amendment Ordinance mentioned in your letter added a new provision,
section 16AA, relating to mandatory provident fund contributions. It had
nothing to do with the application of section 26E.

(b) We do not anticipate that the retrospective application of the
amendment will give rise to any unfairness. Admittedly, there may have
been cases of the kind described, i.e. where a taxpayer did not apply for a
deduction by reason of the fact that the car parking space had not been
valued together with dwellings as single tenement. However, in the
contrary, many taxpayers with separate assessments instead requested the
Commissioner of Rating and Valuation to consolidate the assessments. In
any event, the amendment will have retrospective application, starting
from the year of assessment 1998/99 which was when the deduction was
introduced. If any cases of the former kind emerge, the Inland Revenue
Department will give consideration to revising their assessments to allow
appropriate deductions. Such cases could be remedied under section 70A
where assessors are empowered to correct tax assessment. They may do
so upon application made within six years after the end of a year of
assessment or within six months after the date on which the notice of
assessment was served, whichever is the later.

Clause 9 Annual allowances, commercial buildings and structures

Clause 11 Initial and annual allowances, industrial buildings and
structures

Clause 9 deals with the granting and computation of annual
allowances for commercial buildings and structures. In order for a person
to be granted an annual allowance in respect of any building or structure
for any year of assessment, the building or structure must be in use as
such at the end of the basis period for that year of assessment. This
intention is reflected in section 33A(1) and the definition of commercial
building in section 40(1). In other words, an annual allowance will not be
granted under section 33A if a building or structure has only been used



otherwise than as a commercial building, or, indeed, if it is not used as a
commercial building at the end of the basis period. The same approach
applies in relation to annual allowances under section 34(2) in respect of
industrial buildings and structures. The wording is to cater for the
situation where there has been a change of use, which is restricted to a
change from industrial building to commercial building or vice versa
after sale. It is not intended that an annual allowance would be granted
where the building or structure has been used in any other ways than as a
commercial or industrial building or structure.

Therefore, it would not be inconsistent with the policy in relation
to balancing allowances and charges contained in the new section 35(1)(b)
proposed by clause 12 where the building or structure must have been a
commercial or industrial building or structure at any time before the
occurrence of certain events.

Clause 15 Appeals to the Court of First Instance

We consider the wording used in clause 15 of the Bill in order. In
drafting the Bill, the Law Draftsman has made reference to section 4(4)
of the Discovery Bay Tunnel Link Ordinance (Cap. 520), which provides
as follows:

“(4) A _fee of an amount determined by the Director of Lands may be
charged from the Company in respect of the exercise of its powers under
subsection (3).”

It is also worth-noting that the approach in the Bill reflects the
present one in section 69(1).

Clause 17 Appeals against assessment to additional tax to Board of
Review

The proposed amendment to section 82B(1) to allow a person’s
authorised representative to give notice of appeal to the Board of Review
in respect of an assessment to additional tax is not a new policy. It is
already accepted in practice that an authorised representative can give



such a notice of appeal. Furthermore, we consider that the amendment
should be made for the sake of consistency, as section 66 of the
Ordinance, which is concerned with the right of appeal to the Board of
Review where the Commissioner has failed to agree with a taxpayer’s
objection, specifically provides that notice of appeal may be given by a
person’s authorised representative.

Should you have any further enquiries on the above or other
clauses of the Bill, please feel free to contact Miss Maisie Chan at 2810
2229 or the undersigned at 2810 2370.

Yours sincerely,

(Ms Esther Leung)
for Secretary for the Treasury

c.c.CIR (Attn: Mr E C D’ Souza) 2877 1082
Law Draftsman, D of J  (Attn: Ms Betty Choi) 2869 1302
Civil Advisory, DofJ  (Attn: Mr M Y Cheung) 2869 0670
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(3) A trade mark which is an earlict lrade mark under or by yi}(ue of
subsection (1)(a) shail continve to be taken ivlo account in determining the
ceistrability of a later trade mack for a period of | year after the dalc on
which ils registeation cxpires unless the Registear is satis(icd the trade mark
fias nol been used in good faith in Hong Kong during the 2 years immediately
preceding that date.

6. References to use of trade inark or sign

References in this Ordinance lo usc (or lo any parlicular description of
uge) of a trade mark or sign shall be consteued as including any use (or any
such description of use), whether by means of a graphic representation or
othenwvise:

7. Reletences to use likely (o caure confusion

(1) For greater certainly, in delermining for (he pucpases of this
Ordinance whether the use of a trude mack is likely to cause confusion on the
part of the public, the Registrac or the court may take into account all factors
rel “ant in the circumstaices, including whether the use Js Jikely to be
associated with an eaclier teade mark, i

(2) For greater certalnly, in determining for the purposes of this
Ordinance whether the use of a sign is likely to cause coulusion on the purt of
the public, the Registrar or the cowrt inay lake into account all factoss tele_vanl
in the civeumstances, including whether the usc is likely to be ussociated with a
registered trade mark.

8. Mesning of “the rcglster” and “registration”

(1) In this Ordinance, “the register” (XEECHRDY) meaus the register of
trade marks kept under section 67 (register 1o be kept). .

{2) Unless the contexi otherwise requires, references in (bis Or'dmauce to
registration (in particular, it the expression “regjstered trade mark”) shall be
consteued s yefevences (o registration in lbe register.

9. Ordivance binds Goverminent
This Ordinance binds the Government.
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(c) the merging of separate registrations, each of which provides the
same protection undec this Ordinance in relation to the same
trade mark, into a single registration; and

(4) the registration of a series of trade marks.

(2) Without prejudice lo the generality of subsection (1), provision may
be made by the rides as io—

(@) lhe circumstances in which, and conditions subject to which, the
division of an application for registeation, the merging of
sepacate applications of cegistrations, or lhe registration of a
series of trade marks, is permitted;

(8) the effect of a division of an application for registration or of a
merger of separate applications or registrations; aod

{v) the purposes for which an application for the registration of a
trade mark is to be treated as a single application and those for.
which it is to be treated as a number of separatc applications.

(3 In this section, “series of (rade sarks” (—EMKMM) means
uuniber of irade marks which resemble each other as to iheir material
particulars and differ only as to matiers of a non-distinctive character not
substantially affecting the idenlity of the lrade mark.

PART VII

PROCEBDINGS AFFECTING REOISTRATION
Revocatlon, Invafldity and varlation

52. Revocation of registration

(1) An application for the revocation of the tegisiration of a trade mark
may be inade by sny person, and may be made either to ti.e Registray ot to the
court, ’

(2) The registration of a trade raack may be revoked on any of the
following grounds, nagtely—

(a) that the trado mark bas not been genuinely used in Hong Kong
by the owner or with his consent, in relation to the goodi or
services for which it is registered, for a continuous period of at
leasL 3 years, and there are ao valid reasons for non-use (such as
import restrictions on, or other governmental requiremenis for,
goods or servioes protected by the frade mack);

{5) that the (rade mack consists of a sigo that, in conscquence of the
acts or the inactivily of the owner—
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(i) has become the common name in the trade for goods or
services for which the trade mark is registered; or

(i) has become generally accopied within the trade as the sign
that desctibes goods or services for which the trade mark Is
registered;

(c) that in consequence of the uze made of it by the owner or with
his congent, in relation to the goods or serviccs for shich it i
registered, the trade mark is liable to mislead the public,
pacticularly as to the nature, quality oc geographical ofigin of
those goods or services; ot

(d) (hat there has becn a contravention of or a failure to observe any
condition entered in the register in relation tv its registration.

(3) Por (he purposes of subsection (2)—

(@) use of a trade mark includes usc in a form which differs in.
elements which do not alter the diatiuctive characte of the trade
mark in the form ju which il was registered;

(b) use of & trude mask in Hong Kong inchudes applying the trade
mark to goods or to the packaging of goods in Hong Kong
solely for export purposes; and

(&) use of a trade maik in Hong Kong includes, where the trade

“mark is registered in respect of services, use in relation to
sesvices provided or Lo be provided outside tong Kong.

(d) Subject lo subsection (), the regisication of a tradc mark shall not be
revoked on the ground mentioned in subsection (2)(a) il the use descdibed in
that subsection is commenced or resumed aficr the expiry of the 3-yeac period
aund before the application for revocation is made. 3

(5) Any commenccment ot resurnption of the use described in pubuclmn.'
(2)(a) after the cxpiry of the 3-year period but within the period of 3 months,
before the making of the application for revocation shall be disregarded unless::
preparations for the commencerent or resumption began before the owner of
the reglsteved trade mark became aware that the application might be made.

(6) Where grounds for revacation exist in respect of only some of the
goods ot services for which the trade mark is registered, revacation shal relate
to those goods or services only.

() Where (he registration of a trade mark is revoked to any exlent, the
rights of the owner shall be deemed Lo have ceased to that extent as (rom—

(a) the date of the application for revocation; or

(b) if the Registrar or the court is satisficd that the grounds for
revocation cxisled at an eaclicr date, that ealier date. .

(8) For the purposes of subsection (2)(a), the 3-year period may begin at
agy time on or afler the aclual date on which pacticulars of the trade muck
were entered in the register under section 47(1) (regiatration).
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CAP. 43 Tvade Marks

(2) The uge of the whole of a registered trade inack shall for the purposes
of this Ordinance be deejued to be also nge of any regjstered trade mack, being
4 part lhereof, registered in Uie name of (he same propriclor by virtue of

tion 25(1).
section 25(1) (¢f. 1938 c. 22 5. 30 U.X]

39. Use of teade mask in relation to exporls or
to services outside Hong Kang

(1) The application in Hong Koug of a trade matk lo goods fo be
exporled from Hong Kong, and any other act done in Hong Kong in refation
to gaads Lo be so exporled which, if done in relation to goods o be sold or
othcrwise traded in within Hong Kong, would constitule usc of a trade
wark therein, shatl be deemed to constitute use of the trade mack in refation to
thosc goods for any purpose for which such use is material under this
Ordinance or at common law. (Amended 44 of 1991 3. 54) |(cf- 1938 c. 22
s. 31 UK.

(1A) ]Any' acl done in Hong Kong in relation lo servioe.u l_‘or usc outside
Hong Kong which, if done in relation to services provided within Hong Kong
for use there, would constitute use of a trade inark in Hong Kong, shall be
tteerned (o constitute use of the trude mark in relation Lo those services for any
purpose for which such use is material under Lbis Ordinance or al cominon
law. (Added 44 of 1991 5. 26) .

() Subsection (1) shall be deemcd 1o have effect in relation to an aci
done before, as it has efTecl in relation (o an act done afer, lhe commencentent
of this Ocdinance. [¢f. 1938 c. 22 Third Schedule Pura. 6 U.X.]

40. Use of frade mark after change
In foem of trade comuexion

(1) The use of a registered trade inack in relation to goods belween whgch
aud the pewon using it any fonn of connexion in the cousse uf trade subsists
shall not be deeimed to be likely lo cause deception or confusion on the ground
only (hat the trade mark has been, or is, used in relation to goods between
ivhich and fhat person or a predecessor in title of his a different form of
connexion in the course of trade subsisted or subsists. ‘(Ammded 44 of 1991
5.27) (of 1938 ¢. 22 5. 62 UK) } .

(2) The use of & registered trade mark in iclation to services between the
provision of which and the person using il any foxm of connection in the
course of business subgists shall not be deemed 4o be likely Lo cause deception
ot confusion on the ground only that the trade mack has been, or is, used in
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