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IN THE COURT OF FINAL APPEAL OF THE
HONG KONG SPECIAL ADMINISTRATIVE REGION

FINAL APPEAL NO. 11 OF 2002 (CIVIL)
(ON APPEAL FROM CACV NO. 186 OF 2002)

et

Between' _
MERCK SHARP & DOHME LIMITED Appellant
- and -

THE REGISTRAR OF PATENTS Respondent

Court: My Justice Bokhary PJ, Mr Justice Chan PJ,
Mr Justice Ribeiro PJ, Mr Justice Silke NPJ and
Lord Milleit NPJ

Date of Hearing: 25 Novcmber 2002
Date of Judgment: 5 December 2002

JUDGMENT

Mr Justice Bokhary PJ:
1. [ agrec with the judgment of Mr Justice Ribeiro PJ.
Mr Justice Chan PJ:

2. [ agree with the judgment of Mr Justice Ribeiro PJ.
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Mr Justice Ribeiro PJ:

3. In this appeal, it falls to be considered whether certain sections of
the Patents (General) Rules (“the Rules™) are ultra vires. The relevant
provisions are those which lay down a ooe month tfime-limit for effecﬁng
registration of a court order for amcndment of a patent made under s 46 of the
Patents Ordinance, Cap 514 (“ihe Ordinance”) and which preclude the Registrar
of Patents (“the Registrar™) from pranting any extension of time for registration.
They are s 39(1) and that part of s 100(2) of the Rules which refers to s 39(1)
(together “the relevant rules”).

The facty

4, A pharmaceutical patent, namely, European Patent Publication No.
EP 0411 668 (“the European Patent”), was filed by the appeliant, a United
Kingdom company, 2t the European Patent Office on 3 August 1990.

5. On 1 March 1995, the Europcan Patent Office granted the
European Patent with the United Kingdom as the designated country.

6. On 29 November 1995, Rotla Rescarch Laboratorium S.p-A.
(“Rotta™") lodged an oppositiop to the European Patent on the ground, inter alia,

that it was anticipaled.

7. An application (no. 56002052) was filed to register the European
Patent in Hong Kong on 17 December 1996. It was registered as Patent No 81
of 1997 (“the Hong Kong Patent”™). By virtue of s 3(1) of the Patents
(Transitional Arrangements) Rules, the Hong Kong Patent is a “decmed
standard patent” and is deemed to have been filed in Hong Kong on 3 August
1990. The actual date of rcgistration in Hong Kong was 16 January 1997.

8. As a result of the opposition proceedings initiated by Rotg, the

European Patent’s specification was substantially amended. A substantive



amendment was made to its Claim 1 and its Claims 2 to 6 inclusive were
deleted. On 18 March 1998, the Opposition Division of the European Patent

Office decided to maintain the European Patenr as so arnended.

9. Where opposition OF revocation proceedings result in the
designated patent’s specification being amended in the designated patent office,
s 43 of the Ordinance places a duty on the proprietor of 2 Hong Kong patent
granted on the basis of the designated patent o take stcps to have the Hong
Kong patent amended in like manner. lle s tequired to file the amended
specification with the Patenté Registry and, upon the Registrar recording the
amendrment i the register, the Hong Kong patent is treated in law as having

been duly amended.

10. Agents acting on the appellant’s bebalf accordingly wrote to the
Regystrar on 25 February 1999, giving notice that the European Patent had been
amended as a result of opposition proceedings and requesting 2 corresponding

amendment to the Hong Kong Patent pursuant to s 45.

11. The Registrar replicd on 3 March 1999, stating that s 43 was
inapplicable 1o the Hong Kong Patent by virtue of the transitional provisions
contained in s 3(2) and Schedule | ol the Patents (Transitional Arrangements)
Rules. It was suggested that the appellant should apply to the court for

armnendment under s 46 of the Ordinance.

12. It was pot until 21 March 2001, some two years later, that an
Originating Motion (HCMP 1626/2001) was filed with 2 view to amending the
Hong Kong Patent pursuant to s 46.  However, nothing has turned on the

evident delay.

13. The matter came before Madam Justice Yuen who, on 10 October

2001, acceded (o the application, noting that the amendment was sought in order



to make thc Hong Kong Patent correspond with (he European Patent as
amended. Her Ladyship ordered :-

“ _that the Registrar of Patents amend the specification of Patent No. 81 of 1997 so

that Claim 1 shall be deleted and there shall be substituted therefor a fresh Claim [ as
set out ip a schedule, which schedule follows the wording of the amended European
(UK) Patent, and sccondly that Claims 2 to 6 inclusive of the specifi cations and the
cections headed *Revendications™ and ‘Patentanspruche’ shall be deleted.”

14. Delays in the filing of notice of Yuen J’s order then ensued. The
draft order was not approved by the court unti] 22 October 2001 and was not
gealed until 29 October. The sealed order was then apparently sent to Jersey in
the Chanmel Islands and subsequently retumed with the documentation needed
for filing with the Registrar. It was only on 12 November 2001 that notice of
the order was filed at the Patents Registry, together with a stamped Patents

" Registry Form P8.

Refusal of registration

15. Section 39(1) of the Rules is in the following terms -

“The proptietnr of a patent in respect of which the specification has been amended by
court urder under section 46 of the Ordinance shall, within 1 month of the making of such
a court order, file with the Registrar notice of such amendnient.”

16. In the light of this rule, the Registrar concluded that the filing was
two days out of time and, by letter dated 7 Decemnber 2001, refused registranon,
adding that consideration should be given to applying to the court to extend the
time limit.

17. The latter suggestion was presumably made on account of s 100 of

the Rules, which prectudes the Registrar unself from granting any time
extension in respect of s 39(1) filings.  Section 100 provides as [oflows :-
“(1)  The times or periods prescribed by these Rules for doing any act or taking any

procceding under the Rules, other than times or periods prescribed in the
provisions mentioned in subsection (2), may be extended by the Registrar if hc



thinks £it, upon such gotice to the parties and upon such terms as he may
divect; and such cxtcnsion way be granted even though the time or period for

doing such act or taking such proceeding bas expired.

(2)  The provisions referred 1o in subsection (1) are sections ...... [inter alia)
35(1) ...."

The decisions below

j8. ‘e appellant applied to Madam ustice Kwan for an extension of
time for filing notice of Yuen J's order (see [2002) 2 HKC 475). It was argued
that the court had power to extend time by virtue of O 3 r 5 of the High Court
Rules or in ils inherent jurisdiction. Kwan J rejected those arguments.
Although her Ladyship stated that she was inclined to exercise her discretion in

favour of extending time, she held thai there was no jurisdiction to do so.

19. The appellant ook the matter on appeal (see [2002] 2 HKC 482),
advancing the same arguments basedon O 315 and the inhcrent jurisdicrion.
The Court of Appeal agreed with Kwan J’s reading of ss 39(1) and 100(2) of the
Rules and held that the court lacked jurisdiction to cxtend time. The appellant
also sought to argue that for the purposes of s 39(1), the court should treat

Yuen J's order as having been made on 29 October, the date when it was sealed,
so that notice was tendered for filing within time.  That argument also failed.
The Court of Appeal held that the date of “thc making” of the court order 1n

s 39(1) meant the datc the order was pronounced, namely, 10 October 2001.

The appeal was therefore dismissed.

The application for leave to appeal

20. On the application for leave to appeal to this Court, two
developments occurred.  First, the Registrar, who had previously not 1aken any
part in the proceedings, applied to be joined as a party.  This was no doubt in

deference o certain remarks (which I would endorse) made by Rogers VP m the



Court of Appeal as to the desirability of the Registrar exercising the right of
audience granted to him by s 131 of the Ordinance where points of principle

may arise.

21, Secondly, the parties were invited, prior to the heanng, to address

the Appeal Committee as to whether an issuc arose as Lo the vires of the relevant

rules.

22, After hearing argument, the Appeal Conumnittee ordcred that the
Registrar be joined as a respondent and granted leave to appeal on the bhasis,

inter alia, of the ultra vires question.

The status of the Hong Kong Patent

23. The position resulting from the events described above is highly
unsatisfacory in rwo respects.  The first relates to the status of the Hong Kong
Patent and the second, to the status of thc order of the court made by Yuen J.

24. Hong Kong does not opcrate an independent patent examination
office to determine the patentability of any invention. Instead standard patents
are granted in reliance upon and reflecting grants made by the patent offices
designated under s 8 of the Ordinance, including the European Patent Office.
While, as Rogers VP pointed out in the Court of Appeal ([2002] 2 HKC 483,
para §), once the grant has been perfected, a Hong Kong patent acquires a legal
life of its own, it remains true that during the process of grant, the nature and
scope of the Hong Kong patent to be granted is determined by and co-extensive

with the designated patent upon which it 1§ based.

23. Thus, prior to grant, s 31(2) of the Ordinance prohibits any
amendment to the btle, abstract, or any claim or drawing in the pending
application for a standard patent unless a likec amendment has heen made (o the

corresponding application for a designated patent.



26. Moreover, as noted above, if the specification of the corresponding
designated patent in respect of a standard patent granted in Hong Kong has
(whether before or after the Hong Kong grant) been amended in the designated
patent office following opposition or revocation proceedings, s 43 of the
Ordinance places the proprietor of the Hong Kong patent under a duty 10 filea
verified copy of the amended specification and requires the Registrar to effect a
correspounding amendwment to the Hong Kong patent.

27. Mr Justice Sakhrani, in Jntel Corporation v Via Technologies Inc

(Unreported, HCA 4265/2001, 30 July 2002), stated the position thus :-
“The only instance in which revocation or amendment of a designated patent takes
effect in Hong Kong is where a designaled patent granted in the Enropean or Chincse
Patent Offices is revoked or amended following prescribed opposition or revocation
proceedings as defined in section 2(1) of the Patents Ordinance and section 54 of the
Patents (General) Rules. These relate to pest-grant revocation of opposition
procecdings. Thosc proccedings, although instiwted after the grant of the patent, are
in fact part of the process of the grant in those two designated patent offices. Any
patent revoked in such proceedings is therefore treated as though ir had never been
granted and any patent amended in them is weated as though it had been granted in the
amended form. That being so, the proprictor must apply to revoke or amend the
standard patent as the case may be (scctions 43 and 44 of the Patents Ordinancc) and
the Court has a corresponding power to reveke following such proccedings (section
91(1)(i) of the Patents Ordinance).™

See also Pendleton, Garland and Margolis, The Law of Intellectual and

Industrial Property in Hong Kong, Butterworths, Vol 1, para V[853).

28. The present case is of course one which, but for the transitional
provisions mentioned above, would fall squarely within s 43, making an
amnendment to harmonise the Hong Kong Patent with the arncnded European

Patent mandatory.

29. Instcad, because the appellant’s attempt to register the amendment
failed as a result of non-compliance with the immovable time-limit tmposed by
the relevant rules, the specification of the Heng Kong Patent in our register

continues to miror that of the xnamended European Patent cven though the



larter no longer exists and cannot provide any basis for grant of the Hong Kong
Patent as registered. The entry in the register is therefore misleading, a

situarion not conducive to the public interest.

The status of Yuen J's order

30. Equally unsatisfac;cory ;s the status of Yuen I’s order. In malkang
that order, her Ladyship directed the Registvar to amend the Hong Kong Patent
in the terms specified. .The Registrar has, however, refused to give effect to
that order, founding his refusal on the relevant rules, which were in fact
promulgated by tum. That such should be the resultant lcgal position 15

startling.

31, This is particularly so since s 51(9) of the Ordinance makes it clear
that the register is only “prima facie evidence of anything required or authorized
by this Ordinance 1o be registered”. In relation 1o orders for amendment made
under s 46, the court's making of the order is the legally operative act which, by
virtue of s 46(3), is deerned to take effect from the date of the grant. Entry of
that order on the register is merely the means for, ‘éublishing and providing
prima facie cvidence of the fact of such amendment. It follows that from the
datc of pronouncement of Yuen I's order, the Hong Kong Patent’s specification
nad been amended as a matier of law.  Yet, applying the relevant rulcé,
registration of thar order has been refused, providing a second reason for

regarding Lhe register as misleading.

Ultra vires
32. Therc is no doubt that if, in pwporting to make subordinate
legislation, a public authority acts beyond the powers conferred by the enabling

Ordinance, such legislation may be struck down by the courts as ultra vires and



of no legal effect: see, for example, Hoffmann-La Roche & Co A G v Secretary
of State for Trade and Industry [1975] AC 295, per Lorad Diplock at 365.

33. In my view, s 39(1) of the Rules and such part of § 100(2) of the

Rules as refers to s 39(1), are patendy ultra vires.

"Rules of court”

34. This is firstly because the rule-making power rclating to s 46
applications and orders s not given {0 Lthe Registrar but to the Rules Committee
of the High Court.

35. Section 46 of the Ordinance is materially in the following termus -

“General power to amend specification afler granl

(1)  Subject to seclion 103, the proprictor of a patent granted under this Ordinance
may apply 10 the court to amend the specification of the patent and the court
may by order allow any such amendment subject to such conditions as it

thinks fit.

)

(3)  Anamendmentofa specification of a patent under this section shall have
effect and be deemed always Lo have had cffect as from the grant of the patent.

4y ...

(5)  Upon receipt of the court order and supporting documens filed in the
prescribed manner the Regisirar shal) record the amendments o the
speaification of the patent and shall publishy this and advertise the fact by
notice in the Grazetie.

6 ...

(7Y Rules of court may provide for the niotification of any application under this
section o the Registrar and for his appearance on the application and for
giving effect (o any order of the court on the application.”

36. It is clear that s 46 contains its own specific provisions for the

making of rules to deal with matters falling within its compass. Thus, s 46(7)
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.expressly provides for the making of rules for giving effect to any order of the
court made upon a s 46 application. It is a power clearly covering such matters
as the setting of time limits for the filing of such orders.  Crucially, it provides

for such rules to be “rules of court” - not rules made by the Registrar.

37. Section 2(1) of the Ordinance defines “court” as “the Court of First
Instance™. 1t follows that the “rules of court” contemplated by s 46(7) are the
rules regulating the practice and procedure of the Court of First Instance made
under s 54 of the High Court Ordinance, Cap 4, by the Rules Committee

constituted under s S5 of that Ordinance. The s 54 rule-making powcrs are

plainly apt to cover the rules of court envisaged under s 46 of the Ordinance.

(a) Thus, s 54(1) provides :~

“The Rules Commitiee constituted under section 55 may make rujes of court
regulating and prescribing the procedure (including the method of pleading)
and the practice Lo be followed in the High Court in all causes and matters
whatsoever in or with respuct to which the High Court has junsdiction
(including the procedurs and practice 1o be followed in ie Regisuics of the
Aigh Coun) and any matters incidental to or relating o thai procedurc or
practice.”

(b)  Scction 54(2)(1) adds :-

“Without prejudice ta the gencrality of subsection (1), rules of court may be
made for the following purposes ...... (i) regulating marters which could
heretofore be or which have heretofore been provided for or rzgulaled by rules

38. It follows that in purporting to make the relevant rules with a view
to regulating how s 46 orders are carried into effect, the Registrar was assuming
powers which the legislature had not given him. He was thercfore acting ultra

virey.

39. This conclusion is reinforced by s 149(1)(a) of the Ordinance,

which relcvantly provides :-

(1} The Registrar may make rules
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'(a} for the purposes of any provision of this Ordinance authorizing the
making of rules (other than rules of court) with respect 1 any
matter; ...
40. The Registrar is accordingly given power to make rules “other than
rules of court”. It is thereforc made abundantly clear that he is not to have any
power to make rules of court, such as those envisaged under s 46(7) of the

Ordinance.

“Upon receipt "
41. The second reason why the relevant rules are ulira vires is that they

are inconsistent with the terms of s 46(5) of the Ordinance.

42, As noled above, the court is empowered by s 46(1) to amend the
patent’s specification and, once ordered, s 46(3) deems the amendment to take
effect as from the grant of the patent. When the order is teadered for filing, the
Registrar’s duty, specified by s 46(5), is as follows -

“Upon receipt of the court order and supporting documents filed in the prescribed

manner the Registrar shall record the amendmeats 1o the specification of the patent
and shall publish this and advertise (he fact by notice in the Gazette.”

43. In the present case, Yuen J’s order and supporting documents were
submitted on 12 November 2001 for registration, accompanied by the Patent
Registry’s Patents Form 8. As appears from references to s 46 on the face of
the Form, it was the adminismratively “prescribed manner” then adopted by the
Patent Registry for the filing of 5 46 orders.

44. Section 46(5) therctore required the Registrar to record the
amendments and to place a notice in the Gazette publishing and advertising
such amendments “vpon receipt” of the documents on 12 November 2001.

The Registrar’s role in this context is purcly administrabve. He has no



discretion. Nothing in the Ordinance gives him power 10 qualify the duty
placed on him.

45, Yer, it is precisely such a qualification that the relcvant rules seek
to import. They unlawfully purport to allow the Registrar to refuse 10 register
the court's amending order “upon receipt” on the ground that such receipt
occurrcd after expiry of a sclf-imposed {ime limit which, to make matters worse,
has been rnade incapablc of extension.  The relevant rules are accordingly, for

this additional rcason, ultra vires and of no legal effect.

The Registrar's position

46. In the printed Case filed on behalf of the Registrar, the Courl was
informed that the Registrar and the supervising policy Bureau have caused drafl
amending subsidiary legislation (LN 157 of 2002) to be tabled before the
Legisiative Council with a view to removing the time-linit imposed by s 39(1)
and to amending s 100(2) by deleting reference 10 5 39(1). The Registrar
nevertheless sought, in his Case, to uphold the decisions below and to maintain

“that the relevant rules are intra vires.

47. However, at the commencement of this appeal, Mr Martin Liao,
counsel instructed for the Regstrar, informed the Court that the Registrar now
accepts that he cannot justify retaining the tire-limit laid down by the relevant
rules and concedes that those provisions are witra vires. The Registrar
properly acknowledges that he has a duty to ensure the correctness of the
Register and that the relevant time-limits are not conducive to that duty. He
appropriately considess that he should in any event seek to have them formally
expunged by amending legislation.

48. As I am of the opinion that subordinate legislation should be

declared w/tra vires and that the appeal should be allowed on a grdund not



previously raised, I have set out above the basis for my conclusion that the

Registrar’s concession is rightly made.

49. I would accordingly declare s 39(1) and that part of s | 00(2) which
refers to s 39(1) ultra vires and of no legal effect. I would also direct the
Registrar to record the amendmenis Lo the specification of the Jong Kong
Patent pursuant to s 46 of the Ordinance, in accordance with the order of Yuen
dated 10 October 2001. It is unnecessary to deal with the other grounds relicd
on by the appellant.

50. The Court had previously been informed by Mr Stephenson that he
was appearing on the appellant’s behalf on a complimentary basis. He did,
however, seek an order for costs to cover disbursements, quantified at
$18,000.00. Mr Liao submitted that there should be no order as to costs. I
consider that in the circumstances, the appellant should have an order for costs

in its favour in the sum of $18,000.00, to be paid forthwith.

Furure applications under s 40

51 It is to be hoped that the Rules Committee will in dug cousse
formulate appropriate rules of court to dcal with applications and orders made

under s 46 of the Ordinance.

52. In the meantime, a court making such an order should consider
whether any ancillary directions rcgarding ils implementation should be given.
Tt may, for example, consider directing that notice of its order amending the
patent should be filed at the Patents Registry within a stated period, giving the
partics to the proceedings and the Registrar (whether or not a party 10 the
proceedings) leave to apply to the court for any further directions relevant to

implementation of its order.
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Mr Jush ce Silke NPJI:

53. [ agree.

1L.ord Millewt NPI:

54. 1 agree.

M Justice Bokhary PI:

55. The Court unanimously allows the appeal, directs the Registrar {0
record the amendments to the specification of the Hong Kong Patent pursuant to
s 46 of the Ordinance and awards the appellant costs in the sum of $18,000 to be
paid forthwith.

(Kemal Bokhary) (Patrick Chan) (R A V Ribeiro)
Permanent Judge Permanent Judge Pcrmanpent Judge
(William Silke) (Lord Millett)
Non-Permanent Judge Non-Permanent Judge

Mr Paul Stephenson (instructed by Mcssrs Horvath & Giles) for the appellant

Mr Martin Lizo (instructed by the Department of Justice) for the respondent



