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on 29 November 2002

(a) Under the UK Patents Rules (rule 53) and the Singapore Patents Rules
(rule 64), there is no time limit for filing a court order with the
Registrar of Patents.  Moreover, both the UK and Singapore do not
have provisions similar to Section 81 (5) of our Patents Ordinance that
will render the patent proprietor losing the right to damages for any
infringement of the patent committed after he obtains the court order
and before he files the order with the Registrar.  From their legislation,
it is not clear how they ensure timely registration of the court order. 

Under the Australian Patents Act (section 105) and Patents
Regulations (Regulation 10.10), the patentee must file a copy of the
court order within 14 days from the date of the court order.  On the
filing of the order, the patent specification  is taken to be amended  in
the manner specified in the order.  The time limit may be extended.
There is no provision similar to Section 81(5) of our Patents
Ordinance.

(b) The reason for making the amendment rules is that the time limit is
considered unnecessary and problematic.  It is unnecessary because
section 81(5) of the Ordinance already provides sufficient incentive
for the patent proprietor to file the notice of amendment promptly.
This section provides that a patent proprietor loses the right to
damages for any infringement of the patent committed after he obtains
the court order and before he files the order with the Registrar.

Setting a time limit is also problematic because if the patent owner
fails to file within the time limit, the Registrar cannot accept the filing
of the court order thereafter and will have no legal authority to record
the amendment even though the court order remains valid.  The
consequence is that the patent owner cannot recover damages for any
infringement of the patent.  More importantly, the patent owner has no
recourse to remedy this situation.  We consider the “penalty” for late
filing of the court order too harsh.
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As pointed out in the judgment of the Court of Final Appeal which is
issued on 5 December (see below), the court making the order under
section 46(1) of the Patents Ordinance may require the patent owner
to file the court order with the Registrar of Patents within a stated
period.  Rules of Court under section 46(7) of the Ordinance may also
be made to provide for giving effect to any court order made under
section 46 of the Ordinance.  The Government will be prepared to
facilitate the Court in such matters.  We would, however, need to
address the problem as mentioned in the above paragraph.

The Court of Final Appeal handed down its judgment on 5 December
on the appeal case (a copy at Annex) and in particular ruled that
section 39(1) of the Patent (General) Rules is ultra vires.  In the
judgment, the Court of Final Appeal also hoped that the High Court
Rules Committee would in due course formulate appropriate rules of
court to deal with applications and orders made under section 46 of
the Ordinance.  In addition, the Court of Final Appeal said that a court
making such an order should consider whether any ancillary directions
regarding its implementation should be given, e.g. directing that
notice of its order should be filed with the Registrar within a stated
period.

The Registrar is empowered by Section 46(5) of the Patents
Ordinance to prescribe the manner of filing the court order and
supporting documents.

The proposed new section 39(1), together with section 39(2) and (3),
is the manner which the Registrar proposes to prescribe for this
purpose. They are necessary for the administrative steps to record the
amendments. Without a new section 39(1), the reference in section
39(2) to “A notice under subsection (1) shall be in the specified form
and shall be accompanied by …” would not work.

(c) We will consider carefully the deputation’ suggestions. 

Meanwhile, we would like to comment on the proposal to replace the
3-month time limit in Rule 35(1) with six months.  
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It is necessary to consider whether this would strike a proper balance
between the interests of the patentees and those of the public at large.
The result of non-compliance with the time limit in Rule 35(1) of the
PGR is less drastic when compared with that for Rule 39(1).  The
patentee who fails to comply with the 3 months' time limit in Rule 35
may still apply to court under section 46 of the Ordinance to invoke
the court's general power to amend patent specification.  Having said
this, we will consider rule 35 together with the other suggestions made
by deputations.

Regarding the issue of Order 103 of the High Court Rules, a draft of
the Order has been provided to the High Court Rules Committee,
which has considered the draft and made substantive comments.  The
draft is in the process of being revised for Rules Committee's further
consideration.  The Administration will continue to assist the Rules
Committee in taking the matter forward.






























