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28 February 2003

The Honourable Margaret Ng
Chairman of the Subcommittee on
Trade Marks Rules and Trade Marks Ordinance (Cap. 559)

Dear Sirs,

SUBCOMMITTEE ON TRADE MARKS RULES AND TRADE MARKS ORDINANCE (CAP. 559)

(COMMENCEMENT) NOTICE 2003

Thank you for your letter of 25 February 2003 informing us of the opportunity to make our

views and concerns known to the Subcommittee on Trade Marks Rules and Trade Marks

Ordinance.

We draw your attention to our letter of 20 January 2003 addressed to the Legislative Council

Panel on Commerce and Industry.  A copy of our letter is attached for your easy reference.

As you will see, we support the need to implement the new ordinance and its rules as soon as

possible.  Therefore, we are limiting our comments regarding the new ordinance and rules to

only those issues we consider unworkable in practice.

1. Application for extension of time Rules 13 and 14

We believe the rules establishing the time limits for registering trade marks to be

uncertain, inflexible and impractical and may prejudice the rights of a trade mark

owner.

We understand that under Rules 13 and 14,  the registry will issue an examination

report initially allowing the applicant 6 months from the date of the report to respond.

An applicant may request a 3-month extension of the 6-month time limit.  If the
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applicant has not responded within 9 months, the application will lapse.  If it has

responded to the registry within the 9-month period, the registry will either accept the

application or issue a further report.  The applicant has 3 months from the date of the

further report to call for a hearing.

We understand that the applicant may make only one submission to the registry

within the 9-month period.  It is not clear from the rules whether further submissions

may be made should time allow.

It is often the case that one submission is not sufficient and further discussion with the

registry is required.  For example, if the registry refuses the mark as being devoid of

distinctiveness, an initial response may be to file argument to the contrary.  If the

registry maintains its position, then the applicant may wish to gather evidence of use

of the mark in Hong Kong over the relevant period of time.  This often takes time.

Another example is if the registry raised a query regarding the classification of goods

or description of the goods.  An initial response may provide an explanation to the

registry but further explanation or consideration of options may be necessary.

Therefore, it is essential that more than one response to the registry is permitted.

Even if more than one response to the registry is permitted, then there is a concern

that the registry will not respond in sufficient time to allow the applicant time to make

a further response if the inflexible 9-month period is retained.  Turn around time at the

registry currently averages several months.  This may or may not improve under the

new ordinance.  Where the local agent takes instructions from an overseas applicant,

the overseas applicant often needs to consult its local business division on the options

available before it can provide the local agent with instructions on how to proceed.

This could take several months.  In many cases, where the local agent does not take

instructions directly from the overseas applicant, but is instructed by overseas lawyers

or agents, this would cause further delay in obtaining instructions.

Another concern is that the 3-month time limit to call for hearing is tied to the

registry's further response.  This may or may not disadvantage the applicant.  One

possible scenario is that the applicant files a response after 5 months and the registry

takes 5 months to issue its further response.  However, where an applicant responds to
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an official action within one month and receives a response from the registry within 4

months, the applicant must call for a hearing within 3 months of the registry's further

reply.  This would mean the time period for examination of the application has been

reduced from 9 months to 7 months.

A further concern is that in many instances, the action to overcome objections will

require a substantial amount of time to complete.  For example, if there is objection

based on an earlier conflicting application, the applicant may file an opposition

against that earlier application in order to resolve the conflict.  Even under the new,

speedier proceedings, it will take approximately two years for a decision in the

opposition to issue.  The same would apply if the applicant wishes to take revocation

action or seek a declaration of invalidity against a prior registered mark which is

blocking its path.  Another situation is where the applicant seeks a letter of consent or

negotiate for an assignment from the owner of the conflicting prior application or

registration, the time within which it is able to successfully obtain the consent or

assignment is beyond the applicant’s control.  In our experience, such actions usually

take many months to conclude and complete.

The loss of an application for failure to meet the strict time requirement could have

severe consequences for the trade mark owner.  While it is possible to file a new

application, priority will be lost and the new application may be blocked by an

intervening conflicting application.

It is the Institute's preferred position, that extensions of time be available in all

genuine cases where the applicant is pursuing its application and requires time in

order to clear objections or obstacles.  Failing this, we believe at minimum, the rules

should be amended to allow:

a. a further response by the applicant to the second report from the registry

whether within the 9-month time period or not;

b. time to call for a hearing to be 3 months from either the last registry response

or 3 months from the 9-month examination period whichever date is the latest;
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c. the application proceedings to be stayed until the outcome of the action is

known,  in the circumstances where the applicant has or is considering

commencing opposition proceedings, revocation proceedings or seeking  a

declaration of invalidity against a mark raised in objection;

d. to permit further extensions of time where the applicant can genuinely provide

evidence that it is seeking a letter of consent or negotiating an assignment

from the owner of the earlier conflicting application or registration.

2. Opposition extension of time Rules 16 and 17

Under the new rules, no extension of time will be allowed to file a notice of

opposition.  The notice of opposition must be filed within 3 months of the publication

of acceptance of the application.  There are cases where it is preferable to obtain an

extension of time rather than file the notice of opposition.  There are  two main

situations:

a. Quite often instructions concerning potential oppositions are received several

days before the first deadline, most likely because the owner has just learnt of

the conflicting mark.  It is often difficult to advise and clarify the situation

with a client before the deadline;

b. In many instances, oppositions are avoided by prior negotiations between the

parties reaching an amicable solution.  It is the current practice that an

intended opponent, usually with the consent of the applicant,  obtains an

extension of time to file the notice of opposition until discussions between the

parties are finalised.  Under the proposed system, an intended opponent will be

forced to take adversary action without the opportunity to reach an amicable

solution.  Quite often, an opposition or intended opposition in Hong Kong is

part of a larger worldwide conflict which is being discussed between the trade

mark owners.  In that case, it is useful for the trade mark owners to agree to

extend the time period to file an opposition without incurring unnecessary

time and expense in preparing the notice of opposition.
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Likewise, no extension of time will be allowed to file a counter-statement to the

notice of opposition.  For reasons stated in (b) above, we believe that extensions

should be available.

The Institute's  preferred position is that one 3-month extension should be available to

the intended opponent and that further extensions should be available with the

agreement of both parties.

3. Non-extendible time limits Rule 95

The Trade Marks Ordinance allows the Registrar to make rules under s.91(2) and (4)

to prescribe time limits and provide for extension of time limits, and alteration of such

prescribed time limits.

We believe that Rule 95 is ultra vires the Ordinance on the basis that there is no

provision in the Ordinance allowing the Registrar to make Rules providing for non-

extendible time limits.

We would be grateful for your consideration of our views and concerns.

Yours faithfully

Peggy Cheung

President for and on behalf of

The Hong Kong Institute of Trade Mark Practitioners

Encl.


























