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L egidative Council Panel on Commerce and | ndustry

Proposed Amendmentsto Trade Marks Rules (Cap. 559A)
Purpose

To facilitate the introduction of enhanced electronic services by the
Trade Marks Registry, we propose to amend the Trade Marks Rules (Cap.559A)
to ssimplify the signing requirements of applications for registration of two kinds
of trade mark transactions i.e. assignments and assents. We also propose to
introduce technical amendments to clarify certain provisionsin the Rules. This
paper seeks members’ views on these proposals.

Proposed Amendments

Simplified signing requirements

2. The Trade Marks Registry is operated by the Intellectual Property
Department (IPD). At present, it provides various electronic services to trade
mark applicants, registered trade mark owners and other users. These services
Include web-based el ectronic search of the trade marks register; electronic filing,
payment and publication of applications for registration; electronic registrations
of changes in name and address of trade mark owners and agents; as well as
electronic renewal of trade marks. Trade mark owners and applicants who
choose not to file or manage their marks electronically can still use the
paper-based filing options and services.

3. Rules 62(2) and (4) of the Trade Marks Rules require applications
and notices to register particulars of assignments and assents to be signed by or
on behalf of both parties to the transactions or accompanied by documentary
evidence to establish the transaction. This signing requirement is not conducive
to introducing enhanced electronic services for registering these transactions.
Hence, we propose to change the above requirements by providing that the form
for an application or notice to register an assignment or an assent can be signed
respectively by the assignor or the personal representative making the assent.
This proposal will also simplify the procedures for registering these transactions
and reduce the number of steps and time taken by the parties to register
particulars of their transactions. |f implemented, we intend to apply also the
simplified signing requirements to paper-based applications and notices to
register these transactions. The proposed amendmentsto Rules 62(2) and (4) are
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in line with the signing requirements for assignments and assents as provided for
under section 27(4) of the Trade Marks Ordinance (Cap. 559).

Technical amendments

(@) Deficienciesin application

4, Rule 11 of the Trade Marks Rules sets out the proceduresto be taken
by the Registrar of Trade Marks (“Registrar”) when deficiencies areidentified in
an application for registration of atrade mark, i.e. the application does not satisfy
the requirements of certain rules, including those relating to the specification of
goods or services under rule 7(2) in respect of which the trade mark is to be
registered. Our intention is that an application should be treated as abandoned
only in relation to the objectionable part of the specification of goods or services
under rule 7(2) and the Registrar should continue to process the application
relating to the rest of the specification. Indeed, the Registry has been adopting
the above interpretation when handling deficiencies in applications concerning
specifications of goods or services not remedied within the specified period.

5. The existing wording of rule 11(2)(a) may not be clear enough to
avoid the interpretation that the “entire” application should be treated as
abandoned even if deficiencies only appear in relation to some of the goods or
services set out in the specification under rule 7(2), and the deficiencies are not
remedied within the specified period. We therefore propose to make
amendmentsto rule 11(2)(a) so as to remove any doubt.

(b) Publication of proposals

6. Rule 58 of the Trade Marks Rules empowers the Registrar to amend
entries in the register consequent on changes in the system of classification of
goods and services that have been agreed internationally, subject to certain
limitations as stipulated in the Trade Marks Ordinance. Rule 59 of the Trade
Marks Rules requires the Registrar to give notice to the owner of the registered
trade mark in question of his proposalsto amend any entry in the register relating
to the trade mark and provide that the owner may file objections to the proposed
amendments. Our intention is that the Registrar should consider the objections
and decide on whether and how the amendments to the entries should be made,
including whether his original proposal to amend the entries should be
maintained, amended, or abandoned in total. Rule 60(2) provides for procedural
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matters concerning the publication in the official journal of particulars of the
amendments proposed to be made by the Registrar.

7. The existing wording of Rule 60(2) may not be clear enough that the
Registrar can amend the entries as he originally proposed after considering the
objection filed by the owner of the registered trade mark in question. We
therefore propose to amend rule 60(2) to provide expressy that the Registrar
should be empowered to publish his proposal in its original form in the official
journal if heis satisfied that the owner’s objection does not have any merit. This
reflects the current practice of the Registrar.

(© Filing of documents with the Registrar

8. Rule 108(1) of the Trade Marks Rules provides that “ Any document
or other thing required or authorized by the Ordinance or these Rules to be filed
with the Registrar must be delivered to the Registrar at the Registry during the
normal business hours of the Registry or sent to the Registrar by post”. Our
intention is not to alow such filing of documents to be done by facsmile
transmission. The existing wording of rule 108(1) may not be clear enough in
this respect. We therefore propose to amend the rule by adding “by hand” after
“must be delivered” or wording to that effect.

9. The relevant provisions of the Trade Marks Rules are at Annex.
Consultation
10. We have consulted the relevant legal and intellectual property

practitioners associations, as well as the major chambers of commerce, on the
proposed amendments. By the end of the consultation period, the Hong Kong
Institute of Trade Mark Practitioners, Hong Kong Bar Association, Asian Patent
Attorneys Association and British Chamber of Commerce in Hong Kong have
responded to us indicating no objection to the above proposals.

Next Step

11. Under section 91 of the Trade Marks Ordinance (Cap.559), the
Registrar (Director of Intellectual Property) may make rules generally for
regulating the practice and procedures under the Ordinance. We are preparing
the necessary |egidative amendments and plan to table the Amendment Rules at
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the Legidative Council in March 2006 for negative vetting. Subject to the
completion of the negative vetting process, we intend to commence the
Amendment Rulesin May 2006 to enable the Trade Marks Registry to enhance
its electronic servicesin relation to registration of assignments and assents.

Commerce and Industry Branch
Commerce, Industry and Technology Bureau
February 2006



Annex

Relevant provisions extracted from the Trade M arks Rules

Chapter: 559A Title: TRADE MARKS Gazette L.N. 30 of
RULES Number: 2003; L.N.
31 of 2003
Rule: 7 Heading:  Specification of goods or Version Date: 04/04/2003
services

(ss. 38(2)(c) & 40 of the
Ordinance) (Form T5A)
(Fee No. 2)

(1) Every application for registration of atrade mark shall specify the class or classes of
goods or services in the International Classification to which the application relates.
(2) The specification shall include for each class of goods or services set out in the
specification a clear and concise description, appropriate to that class, of the goods or
services in respect of which the trade mark is proposed to be registered.

(3) If the application relates to more than one class of goods or servicesin the
International Classification, the specification shall set out the classes in consecutive
numerical order.

(4) If thetrade mark is proposed to be registered in respect of all the goods or servicesin
aparticular class, or in respect of alarge variety of goods or services, the Registrar may
refuse to accept the application unless heis satisfied that the specification isjustified by
the use the applicant has made of the trade mark or by the use he intends to make of the
trade mark if it isregistered.

(5) If the specification lists goods or services by reference to aclass or classesin the
International Classification under which the goods or services do not fall, the applicant
may file arequest under section 46 of the Ordinance to amend the application to correct
the class or classes accordingly (seerule 24).

(6) Subject to rule 24, on receipt of arequest under subrule (5) and payment of the
applicable fee, the Registrar shall amend the application accordingly.

(7) Subrule (4) does not apply to an application for the registration of atrade mark as a
defensive trade mark.



Chapter: 559A  Title: TRADE MARKS Gazette L.N. 30 of

RULES Number: 2003; L.N.

31 of 2003

Rule: 11 Heading:  Deficienciesin Version Date: 04/04/2003
application

(2) If it appears to the Registrar that an application for registration of atrade mark does
not satisfy the requirements of -
(@) rule6(1), 7(1) or (2) or 8(1); or
(b) section 38 of the Ordinance (which sets out requirements
relating to applications),
the Registrar shall send a notice to the applicant informing him of the deficiencies and
requesting him to remedy those deficiencies.
(2) An applicant to whom anotice is sent under this rule must remedy the deficiencies
within 2 months after the date of the notice, and if he failsto do so-
(a) where the deficiencies relate to rule 6(1), 7(1) or (2) or 8(1) or
section 38(1), (2)(e), (3), (4) or (5) of the Ordinance, the
application shall be treated as abandoned; and
(b) where the deficiencies relate to section 38(2)(a), (b), (c) or (d)
of the Ordinance, the application shall be deemed never to have
been made.



Chapter: 559A  Title: TRADE MARKS Gazette L.N. 30 of
RULES Number: 2003; L.N.
31 of 2003
Rule: 58 Heading:  Registrar may amend  Version Date: 04/04/2003
entries in the register
(s.58(1) & (2) of the
Ordinance)

Change of classification of goods or services

Subject to rules 59, 60 and 61 and section 58(5) of the Ordinance (which limits the
Registrar's power to amend entries in the register), the Registrar may in order to-
(a) reclassify the specification of aregistered trade mark that is not
founded on the classifications of the International Classification to
one that is founded on such classifications; or
(b) implement any amendment to, or substitution for, the

classifications of the International Classification,
make such amendments to the entries in the register as he considers necessary for the
purposes of reclassifying the specification of any registered trade mark.



Chapter: 559A Title: TRADE MARKS Gazette L.N. 30 of

RULES Number: 2003; L.N.
31 of 2003
Rule: 59 Heading:  Noticeto owner of trade Version Date: 04/04/2003
mark
(s. 58(3)(@) & (c) of the
Ordinance)

(1) The Registrar shall, before he amends any entry in the register under rule 58, send to
the owner of the registered trade mark in question a notice informing him of the
proposals for amendment.
(2) The notice shall include a statement informing the owner that-
(a) he may file written objections to the proposals, within 3 months
after the date of the notice, stating the grounds of his objections;
and
(b) if no written objections are filed within the period specified in
paragraph (a), the Registrar will publish the proposalsin the
official journal and the owner will not be entitled to make any
objections to the proposal's upon such publication.



Chapter: 559A  Title: TRADE MARKS Gazette L.N. 30 of
RULES Number: 2003; L.N.
31 of 2003
Rule: 60 Heading:  Publication of proposals Version Date: 04/04/2003
(s. 58(3)(b) of the
Ordinance)

() If the owner of aregistered trade mark to whom anotice is sent under rule 59 does
not file written objections within the period specified in rule 59(2)(a), or at any time
before the expiry of that period files written notice of hisintention not to make any
objections, the Registrar shall as soon as practicable after the expiry of that period or
receipt of that notice, as the case may be, publish the proposals for amendment in the
official journal.

(2) If the owner files written objections within the period specified in rule 59(2)(a), the
Registrar shall consider the objections and shall either abandon the proposals (if heis
satisfied that the objections have merit) or, where he has amended the proposals,
publish the proposals, as amended, in the official journal.



Chapter: 559A  Title: TRADE MARKS Gazette L.N. 30 of

RULES Number: 2003; L.N.
31 of 2003
Rule: 62 Heading:  Application or noticeto Version Date: 04/04/2003
register registrable
transaction

(ss. 29 & 31(3) of the
Ordinance) (Forms T10
& T11) (Fee No. 19)

PART 8

REGISTRABLE TRANSACTIONS

(1) An application under section 29 of the Ordinance to register particulars of a
registrable transaction relating to aregistered trade mark, or a notice under sections 29
and 31(3) of the Ordinance to register particulars of aregistrable transaction relating to
an application for registration of atrade mark, shall be filed on the specified form.

(2) Where the registrable transaction is an assignment, the application or notice shall
either be signed by or on behalf of the parties to the assignment or be accompanied by
such documentary evidence as suffices to establish the assignment.

(3) Wherethe registrabl e transaction relates to the grant of alicence or security interest,
the application or notice shall either be signed by or on behalf of the grantor or be
accompanied by such documentary evidence as suffices to establish the transaction.
(4) Where the registrable transaction relates to the making by personal representatives
of an assent, the application or notice shall either be signed by or on behalf of both the
personal representative and the beneficiary or be accompanied by such documentary
evidence as suffices to establish the transaction.

(5) Where the registrable transaction relates to an order of a court or an authority
recognized by the Registrar as a competent authority, the application or notice shall be
accompanied by such documentary evidence as suffices to establish the transaction.



Chapter: 559A Title: TRADE MARKS Gazette L.N. 30 of

RULES Number: 2003; L.N.
31 of 2003
Rule: 108 Heading:  Filing of documents withVersion Date: 04/04/2003
the Registrar
PART 16

FILING AND SERVICE OF DOCUMENTS

(1) Any document or other thing required or authorized by the Ordinance or these Rules
to be filed with the Registrar must be delivered to the Registrar at the Registry during
the normal business hours of the Registry or sent to the Registrar by post.

(2) Sending by post shall be deemed to be effected by properly addressing, preparing
and posting aletter containing the document or other thing, with the postage on it
prepaid, to the Registrar at the office of the Registry; and the document or thing shall be
deemed to have been received at the time when the letter is actually received by the
Registrar at the Registry.

(3) Thefiling of adocument or other thing with the Registrar shall be deemed to be
effected at suchtime asit isreceived by the Registrar at the Registry and is recorded as
received.



